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DETAILED ACTION 



Response to Arguments 



1. Applicant's arguments filed on 23 May 2003 with respect to claims 1 - 3, 6, 7, 9, 10, 13 - 
16, 18, 19, 20, 22 - 24, 27, and 28 have been considered but are moot in view of the new 
groxmd(s) of rejection. 

2. Applicant's arguments filed on 23 May 2003 with respect to claims 9, 10, 18, 19, and 25 
have been fully considered but they are not persuasive. 

- In response to the Applicant's request that 35 USC § 112, first paragraph, rejectioris of 
claims 9, 10, and 18 be withdrawn, the amendment of these claims fails to overcome the 
rejection. Consequently, the Examiner maintains the 35 USC § 112, first paragraph, rejections of 
claims 9, 10, and 18. 

Regarding Claim 25, in response to applicant's argument on pages 17 - 18 that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so foxmd either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992), In this case, both Scott and Borza teach devices that prevent 
xmaufhorized use of a vehicle. Scott's fingerprint recogrution transmitter 10 is used to transmit 
a fingerprint image (see Col. 3, lines 41 - 53). Upon authorization, an individual uses 
transmitter 10 to open the vehicle's door(s), start the engine, etc. (see Col. 3, lines 53 - 64). Scott 
is silent on the step of limiting vehicular speed in accordance with a matched registered driver. 
Borza' s method of preventing imauthorized use of a vehicle includes the steps of: (a) getting a 
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fingerprint; (b) comparing the received fingerprint with the registered fingerprint; and (c) 
repeating the verification if the comparison is false or allowing normal operation of the vehicle 
if the comparison is true. Borza's method further allows a permanent user to limit the fuel flow 
rate to a predetermined maximum when a temporary user accesses the vehicle, thus limiting the 
vehicle's speed in accordance with data stored in NVM 16d for that temporary user (see Col. 5, 
lines 10-6 and Col. 6, lines 4 - 9). By modifying Scotf s system as taught by Borza, in addition 
to preventing xmauthorized entry and starting of the vehicle, a vehicle owner is able to prevent 
temporary users from abusing the vehicle by limiting the speed of the vehicle. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it; in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly cormected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 9, 10, 18, and 19 are rejected imder 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter that was 
not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the appUcation was filed, had possession of the 
claimed invention. 

Regarding claims 9 and 10, the limitation "a slot for insertion of an information 
recording/ processing device, said slot comprising an external terminal configured to mate with 
an exposed terminal of the information recording/ processing device, said external terminal 
being where data is passed to said control device, the data being at least fingerprint data from a 
user of the information recording/ processing device'' is considered to be new matter. Claims 9 
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and 10 recite a machine/system control device, which is understood to be the second embodiment 
of the AppUcant's invention and is supported in Figs. 4-6 and pages 12 - 17. On page 12, the 
Applicant discloses that Fig. 4 is a conceptual diagram of a car driving system that is a 
machine/ system control device. As taught by the Applicant (see pages 13 - 14 and Fig. 5), the 
machine/ system control device comprises a remote controller 3 (i.e., the information 
recording/ processing device) that has a fingerprint sensor module 31 and an infrared (IR) 
transmission imit 33 for sending detected fingerprint data to receiver imit 4 of the vehicle. The 
AppUcant omits teaching a machine/ system control device wherein the vehicle system 
comprises "a slot for insertion'' of remote controller 3. In addition, the Applicant omits teaching 
in the specification that remote controller 3 has an external terminal. On page 15, the Applicant 
clearly expresses that IR transmission imit 33, not an extemal terminal, is used to pass data to 
the vehicle's control mechanism. 

Regarding claim 18, the limitation "user-specific information is fingerprint data from a 
person who has authority to inspect or rewrite information in the information 
recording/ processing device" is considered to be new matter. Claim 18 is dependent on claim 
9, which recites a machine/system control device. The AppUcant omits teaching that (1) user- 
specific information is fingerprint data and (2) that the fingerprint data must be from "a person 
who has authority to inspect or rewrite information" in remote controller 3 or the information 
recording/ processing device. In fact, the Applicant differentiates between fingerprint data and 
user-specific information. On page 14, the Applicant imparts that "name, sex, age, Ucense 
number, category of the license, upper speed limit, etc." are examples of user-specific 
information and are stored in personal information memory 43, whereas fingerprint data is 
stored in fingerprint register memory 41. Furthermore, the Applicant only specifies that the 
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fingerprint register memory 41 stores fingerprints of authorized drivers, not "a person who has 
authority to inspect or rewrite information in the information recording/ processing device/' 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections imder this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another fUed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international appUcation filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 
21(2) of such treaty in the EngUsh language. 

6. Claims 1 - 3, 13 - 16, 27, and 28 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Patent No. 4,582,985 (Lofberg). 

Referring to Claims 1 - 3, a block diagram of Lofberg' s data carrier 1, which is shaped as 
a credit card, is shown in Fig. 1 (see Abstract). As shown in Fig. 1, Lofberg' s data carrier 1 
comprises: (a) serisor device 2 for obtaining fingerprint information of the user (see Abstract; 
Col. 4, lines 31 - 35); (b) reading means 3 and signal processing device 4 diat form a conversion 
imit for converting the fingerprint data detected by sensor device 2 into binary information (i.e., 
digital electrical signals) (see Col. 4, lines 38 - 53); and (c) a block 7 that includes a switching 
means for establishing a signal path to enable an exchange of data between the data carrier and 
a terminal equipment (see Col. 5, lines 41-44). Because Lofberg's data carrier 1 is an active 
data card and Lofberg discloses that active data cards are provided with a number of externally 
available electrical connection means or corresponding coupling means for communication with 
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a terminal (see Col. 1, lines 42 - 45), it is implied that block 7 has an exposed electrical terminal. 
Lofberg's data carrier 1 further comprises: (d) memory 6 for storing fingerprint data as a 
reference bit sequence or registered fingerprint data (see Col. 4, lines 55 - 60 and Col. 8, lines 49 
- 58); and (e) comparator 5 for comparing newly detected fingerprint data with the registered 
fingerprint data stored in memory 6 and to output a signal indicative of when there is a match 
of the fingerprints in the comparison to the exposed terminal (see Col. 4, lines 55 - 60; Col. 5, 
lines 30 - 44; and Col. 12, lines 40 - 60). 

Regarding Claims 13 and 14, Lofberg teaches that the data carrier holds irtformation 
about the owner of the data carrier, accoimt nxmiber, etc., (see Abstract and Col. 12, lines 51 - 
56). Because memory 6 stores the registered fingerprint data and the various scanning methods 
(see Col. 10, lines 38 - 42 and Col 12, lines 8 - 16), it is imderstood that a second memory unit 
stores the specific information about the owner of the data carrier. 

Regarding Claims 15 and 16, Lofberg's sensor device 2 is formed by a matrix 9 of sensing 
surfaces 9^, wherein each sensing surface 9' comprises of two plates (see Fig. 1). Because 
Lofberg's sensor device 2 detects a user's fingerprint line pattem when the user's finger ridges 
causes the current path to closed between the two plates, such as plates 21 and 22 in Fig. 2 or 
plates 30 and 32 (see Col. 5, lines 66 - 68; Col. 6, lines 1 - 68; and Col. 7, lines 1 - 7), Lofberg's 
sensor device 2 is imderstood to be a surface pressure input type sensor. 

Referring to Claims 27 and 28, Lofberg method for authentication comprises the 
following steps: (a) recording the owner's fingerprint via sensor device 2 of data carrier 1 (see 
Fig. 1) and storing the resulting reference bit sequence in memory 6 (see Col. 8, lines 49 - 54); (b) 
sensing a fingerprint of the owner via sensor device 2 (see Col. 4, hnes 31 - 53 and Col. 8, lines 
54 - 58); (c) comparing the sensed fingerprint of the owner to the registered fingerprint data 
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using comparator 5 (see Col. 4, lines 54 - 60); (d) generating an acceptance signal by comparator 
5 that is indicative of a match of the sensed fingerprint data and the registered fingerprint 
data(see Col. 5, lines 30 - 34 and Col. 12, lines 17 - 20); and (e) outputting a result of the 
comparison to an exposed terminal of data carrier I's block 7, wherein the exposed terminal is 
configured for electrical connection with an external terminal (see Col. 1, lines 42 - 45; Col. 5, 
lines 41 - 44; and Col. 12, lines 40 - 60). 

7. Claims 1-3, 15, 16, and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 5,180,901 (Hiramatsu). 

Referring to Claims 1-3, Hiramatsu teaches an integrated circuit (IC) card with 
authentication fimction. As shown in Figs. 1 and 3, Hiramatsu's IC card comprises: (a) pressure 
sensor 1 or fingerprint sensor (see Col. 2, lines 56 - 62 and Col. 5, lines 21 - 58); (b) 
analog/ digital (A/D) converter 2 for converting fingerprint data detected by pressure sensor 1 
into digital signals (see Col. 4, lines 57 - 60); (c) external connection contact 11 for connection to 
an external system, such as an automated teller machine (ATM) terminal (see Col. 4, lines 20 - 
21 and 43 - 49); (d) dictionary memory 7 for storing fingerprint data sensed by pressure sensor 1 
as registered fingerprint data (see Fig. 9; Col. 7, lines 51 - 68; and Col. 8, lines 1 - 4); and (e) 
controller 8 or fingerprint matching imit (see Col. 5, lines 2-20). Hirmatsu imparts in Col. 4, 
lines 43 - 49, that an ATM terminal receiving the IC card executes normal operation commands 
if the card is authenticated (i.e., finger characteristics stored in image memory 7 and dictionary 
memory 7 coincide with each other), thus implying that the IC card must transmit a signal to 
the ATM machine indicating whether there is a match or not via external cormection contact 11. 

Regarding Claims 15 and 16, Hiramatsu teaches inputting fingerprint data into an IC 
card via pressure sensor 1 (see Col. 2, lines 56 - 62 and Col. 5, lines 21 - 58). 
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Referring to Claim 27, Hiramatsu's method comprises the following steps: (a) inputting 
the owner's fingerprint data via pressure sensor 1 and storing the resulting sum signal 20 in 
dictionary memory 7 (see Fig. 9; Col. 7, lines 51 - 68; and Col. 8, lines 1 - 4); (b) sensing a 
fingerprint via pressure serisor 1 (see Fig. 11, ST6; Col. 4, lines 57 - 60; and Col. 8, lines 15 - 19); 
(c) comparing the sensed fingerprint to the registered fingerprint data in dictionary memory 7 
(see Fig. 11, ST9 and STIO; Col. 5, lines 9 - 12; and Col. 8, lines 23 - 26); and (d) outputting a 
result of the comparison to microprocessor 9, thus enabling the IC card to exchange information 
with an ATM terminal and implying that the IC card must transmit a signal to the ATM 
machine indicating that there is a match via external connection contact 11 (see Col. 5, lines 12 - 
20 and Col. 9, lines 18-24). 

8. Claims 9, 10, 18, and 19 are rejected imder 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 5,987,155 (Dxmn et al.). 

Referring to Claims 9 and 10, Dtmn teaches a biometric input device 20 (see Fig. 2) that is 
connected to a computer. Here it is xmderstood that biometric input device 20 and the 
computer to which it is connected to form a machine/ system control device. Dunn's 
machine/ system control device comprises: (a) contact imaging device 21 or fingerprint sensor 
(see Col. 7, lines 4 - 5); (b) a memory in the computer connected to biometric input device 20 for 
storing registered fingerprint data (see Col. 7, lines 32 - 47 and Col. 8, lines 51 - 54); (c) a 
fingerprint matching imit (see Col. 7, lines 39 - 47); (d) a control mechanism configured to 
control operation of the machine/system control device in accordance with user-specific 
information corresponding to the fingerprint (such as setting up user preferences) when there is 
a match with the registered fingerprint data (see Col. 7, lines 36 - 42); and (e) slot 23 for 
receiving smart card 25, wherein slot 23 has a peripheral card interface or an external terminal 
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for mating with smart card 25 (see Col. 7, lines 28 - 30). Dimn also teaches that when a user 
inserts smart card 25 into slot 23 and provides a fingerprint to contact imaging device 21, the 
biometric information is converted into an electrical signal and provided to the smart card (see 
Col. 7, lines 28 - 33). Using an algorithm specified by the user, smart card 25 processes the 
electrical signal and provides the processed information to the peripheral card interface, which 
sends the processed information via a data transfer means to the computer for comparison with 
registered fingerprint data (see Col. 7, lines 33 - 47 and Col 8, lines 19 - 29). 

Regarding Claim 18, Dxmn imparts that a user can have several smart cards for different 
appUcations, such as for voice processing and filtering (see Col. 6, lines 8 - 40), and that each 
smart card 25 is password protected or protected by an alternative form of biometric 
information and able to be modified (see Col. 6, lines 65 - 67 and Col. 7, lines 1-2). Here it is 
xmderstood that the owner of smart card 25 is able to modify smart card 25. 

Regarding Claim 19, Dimn's contact imaging device 21 a capacitive fingerprint imager, 
thus implying that imaging device 21 is a surface pressure input type fingerprint sensor. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 6, 7, 20, and 22 - 24 are rejected imder 35 U.S.C. 103(a) as being xmpatentable over 
U.S. Patent No. 6,565,000 (Sehr) in view of U.S. Patent No. 5,559,504 (Itsumi et al.). 
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Referring to Claim 6, Sehr teaches a passenger card 11 or portable information recording 
imit that comprises database storage means, processing and communications capabilities, and 
display means (see Col. 6, lines 27 - 29). Sehr imparts that a passenger can use biometric box 13 
of card station 1 (as shown in Fig. 1) to capture and digitize his/her biometric information, such 
as fingerprint, and use card reader 12 to write the captured biometric information to card 11 
(see Col. 6, lines 45 - 67), thus implying that card 11 has at least a first memory unit for storing 
fingerprint data detected by biometrics box 13. Furthermore, as shown in Fig. 3, Sehr discloses 
the contents stored in card 11, which include the passenger's name, address, birth date, etc. (see 
Col. 14, lines 24 - 31). Here it is imderstood that a second memory tmit stores the passenger- 
specific information. Sehr also teaches multiple control modules or information processing 
xmits (see Fig. 1, card station 1). Card station 1 comprises: (a) card reader/writer 12 for 
interfacing with card 11 (see Col. 6, lines 45 - 50); (b) biometrics box 13 for capturing and 
digitizing fingerprints, voice, signature, etc. (see Col. 6, lines 58 - 67); (c) biometrics matching 
unit configured to compare newly detected fingerprint or signature data received at biometrics 
box 13 with the registered fingerprint or signature data stored on card 11 (see Col. 13, lines 9 - 
16 and see Col. 34, lines 32 - 35); (d) database 10 or third memory tmit for storing biometrics 
data captured and digitized by biometrics box 13 (see Col. 6, lines 61 - 63); and (e) a display (see 
Col. 6, lines 48 - 50). Here it is understood that biometrics box 13 includes a thin fingerprint 
sensor. Sehr's card 11 lacks a thin fingerprint sensor and an exposed terminal configured for 
connecting with a control module's card reader/ writer 12. In addition, Sehr omits teaching that 
card reader/ writer 12 has an external terminal configured for connecting with the external 
terminal of card 11. 
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In an analogous art, Itsumi's IC card 63 or portable information recording unit, as shown 
in Fig. 26, comprises: (a) fingerprint input imit 70 or thin fingerprint sensor; (b) fingerprint data 
registration memory 74; (c) information recording memory 75, which is imderstood to be a 
memory for storing user-specific information; and (d) external terminal 76 for inputting and 
outputting information from and to an external terminal of an information processing unit, such 
as a banking system or the like. (See Col. 15, lines 14 - 36). Itsimti teaches that the information 
processing xmit has an external terminal for exchanging information with IC card 63 via extemal 
terminal 76 of IC card 63 (see Col. 15, Hnes 32 - 36). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify card 11 and card reader/writer 12 of Sehr as taught by 
Itsimii because (1) extemal terminals are effective and weU-known means for connecting 
devices, and (2) a self-authenticating card 11 determines that the person who currently inputs 
the fingerprint is the lawful bearer before card 11 is rendered operable (see Itsumi, Col. 15, lines 
28 - 36), thus preventing imlawful use of the card and enhancing the security of the system. 

Regarding Claim 7, by using card reader/ writer 12 of card station 1, a passenger can 
read from, write to, and rewrite information stored on card 11 (see Col. 6, lines 45 - 57; Col. 13, 
lines 43 - 56; and Col. 14, lines 55 - 51). 

Referring to Claim 20, one of Sehr's methods comprises the steps of: (a) an airline 
representative (a first person) coupling a passenger's (a second person) card 11 to a control 
module (see Col. 34, lines 14 - 16); (b) the control module reading identification data from (see 
Col. 34, lines 16 - 28); (d) the airline representative requesting additional information to further 
verify the lawful bearer, such as the passenger's signature that is entered via a signature pad or 
biometrics box 13 (see Col. 34, lines 28 - 32); and (e) the control module comparing the obtained 
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additional information to the information read from card 11 (see Col. 34, lines 32 - 35). Because 
Sehr expresses that biometrics box 13 includes meaiis for capturing and digitizing fingerprints 
(see CoL 6, lines 58 - 61), it is understood that a passenger's fingerprints can also be used to 
verify the passenger. Sehr omits teaching the following steps: (a) registering fingerprint data of 
the airline representative; (b) pressing a finger of the airline representative on a fingerprint 
sensor of the control module; and (c) allowing access to card ll's database when the airline 
representative's fingerprint matches the registered fingerprint in database 10 of the control 
module. However, the Examiner takes Official Notice that the use of biometric sensors to 
prevent imauthorized access to databases and the method of registering authorized users' 
fingerprints and allowing verified users to access the databases are well known. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made 
to add the above mentioned steps to Sehr's method since the Examiner takes Official Notice that 
such modifications are well known and will prevent xmauthorized users from accessing 
serisitive data, thus improving the security of the system. 

Regarding Claims 22 and 23, Sehr discloses an airline representative asking a passenger 
about luggage items that need to be checked in after successful verification, thus implying that 
the control module provides an indication of a successful verification to the airline 
representative. Because the control module is able to display card ll's information, such as the 
passenger's passport information (see Col. 34, lines 26 - 28), it is tmderstood that control 
module provides a visual indication of a successful verification. 

Regarding Qaim 24, Sehr imparts that upon successful verification, the control module 
compiles and loads the boarding pass into the card and cancels the ticket portion that is related 
to the flight segment(s) the passenger has been qualified for (see Col. 34, lines 36 - 39). 
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11. Claim 25 is rejected imder 35 U.S.C. 103(a) as beirig impatentable over Scott et al. U.S. 
Patent No. 6,111,977 in view of Borza U.S. Patent No. 5,867,802. 

Scott's method of controlling access to a vehicle comprises the steps of placing a finger 
on a fingerprint sensor module of a remote control module, transmitting minutiae data of the 
fingerprint to a receiver moimted in the vehicle, comparing the minutiae data to data stored in a 
database of registered drivers, and conditioning the vehicle to unlock the door upon a match of 
the minutiae data to data stored in the database of registered drivers (see Col. 2, lines 16 - 39). 
Scott is silent on the step of limiting vehicular speed in accordance with a matched registered 
driver. 

In an analogous art, Borza' s method of preventing xmauthorized use of a vehicle 
includes the step of allowing a permanent user to limit the fuel flow rate to a predetermined 
maximum when a temporary user accesses the vehicle, thus Limiting the vehicle's speed in 
accordance with data stored in NVM 16d for that temporary user (see Col. 5, lines 10-6 and 
Col. 6, lines 4-9). Because Borza teaches that a permanent user can add temporary users to the 
system and that biometric data of temporary users are stored in memory 16d, it is imderstood 
that temporary users, in addition to a permanent user, are registered drivers. 

Therefore, it would have been obvious to one having ordinary skiU in the art at the time 
the invention was made to modify the method of Scott as taught by Borza because the step of 
restricting a registered temporary user's access to particular vehicle fimctions, in addition to 
preventing imauthorized entry and starting of the vehicle, enables the vehicle owner to prevent 
abuse of the car caused by excessive speed. 
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Any inquiry concerning this commtinication or earlier communications from the 
examiner should be directed to Clara Yang whose telephone number is (703) 305-4086. The 
examiner can normally be reached on 8:30 AM - 7:00 PM, Monday - Thursday. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on (703) 305-4704. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9314 for regular 
commxmications and (703) 872-9315 for After Final commtmications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4700. 



CY 

July 10, 2003 



PRIMARY EXAMINER 




